(c) REMARKS 

The claims are 39-54 with claims 39 and 40 being independent. Former 
claims 1-38 have been cancelled without prejudice or disclaimer. New independent claim 
39 includes the subject matter of former claims 1,18 and 21. New independent claim 40 
includes the subject matter of former claims 1, 26 and 29. 

Former dependent claims 19, 20 and 22-25 have been rewritten as new 
claims 41-46, depending from claim 39. Former claims 27, 28 and 30-35 have been 
rewritten as new claims 47-54, depending from claim 40. Consideration of the claims is 
expressly requested. 

The objection to claims 1, 2 and 17 as to an extraneous period has been 
rendered moot by their cancellation. 

Claims 1-38 were rejected as indefinite under Rule 112, second paragraph. 
The Examiner acknowledges that the a* and b* values correlate to a range of colors 
according to the art-recognized CIELAB color space. The Examiner was said to be unclear 
if the image formed on a transparency using the toner was loose yellow toner particles or 
fixed toner particles. The Examiner was also unclear as to how thick the toner images are 
with regard to any effect on a* and b* values. The Examiner acknowledges the 
specification discloses specific testing steps on pages 70-72 for determining a* and b* 
values. The grounds of rejection are respectfully traversed. 

Initially, independent claims 39 and 40 recite that the image formed on the 
transparency sheet using the toner is a thermally fixed image. Support for this feature is 
found, inter alia, on page 71, lines 7 and 8 in which it is disclosed the unfixed image was 



placed in an oven to heat fix the image. Accordingly, it is clear that the image is a fixed 
toner image. 

Applicants have disclosed that the a* and b* values are well known to 
correlate to a range of color according to the CIELAB color space as admitted by the 
Examiner. The art-understood method for obtaining such values is disclosed, inter alia, on 
specification page 71, lines 10-18 in the last paragraph. Accordingly, if as the Examiner 
admits, that a* and b* values are understood and clear to the art, then claiming a* and b* 
values must be definite under Rule 112, second paragraph. 

With regard to the thickness of the toner images, it is submitted that claims 
39 and 40 provide that the a* value is from -5 to +14 and the b* value is +80. The value of 
b* can change somewhat depending on the thickness of the toner. However, in the claims 
the b* values is fixed. Therefore, the thickness of toner is substantively defined in claims 
39 and 40. (See Fig. 4). 

The claims read on the disclosure in the specification and one of ordinary 
skill would understand how the values of a and b were determined in the claims. Clearly, 
Applicants are not the first to have invented the a* and b* value system. Instant Figures 3 
and 4 show the evaluation results obtained using the images formed in Example 1 . Rule 
1 12, first and second paragraphs are met. The objection should be withdrawn. 

It is noted that former claims 21 and 29 were deemed allowable if rewritten 
in independent form including all limitations of the base and intervening claims. The 
subject matter of claim 21 now appears in independent claim 39 and the subject matter of 
claim 29 now appears in independent claim 40. All claims depend on allowable claims 39 
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and 40. Therefore, it is submitted that all the claims in the application are in condition for 
allowance. 

The Examiner entered rejections of claims 1-20, 22-28 and 30-38 as either 
anticipated over the indicated references as obvious over the indicated references. The 
claims under rejection have been cancelled and the remaining claims are seen in condition 
for allowance. The foregoing actions have been taken without prejudice or disclaimer of 
the cancelled subject matter and without conceding correctness of the rejections, but rather, 
strictly to obtain an earlier allowance and to expedite issuance. In particular, it is 
Applicants' current intention to file a divisional application to pursue the subject matter of 
the rejected claims. 

Accordingly, the claims should be allowed and the case should be passed to 
issue. If, for any reason, the Examiner has any remaining concerns, he is requested to 
contact the undersigned in an effort to resolve them. 

Applicants' undersigned attorney may be reached in our New York office by 
telephone at (212) 218-2100. All correspondence should continue to be directed to our 
below listed address. 

Respectfully submitted, 

Peter Saxon 

Attorney for Applicants 
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